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This request for reconsideration replies to the Final Office Action issued on November 9,
2012, wherein the Examining Attorney maintained a refusal to register in Class 33 of the
Applicant’s trademark RASCAL & Design under Serial No. 85/649,865 on the basis that there 1s
a likelihood of confusion between the applied-for mark and the mark represented in Registration
No. 3,779,333, For the following reasons the Applicant respectfully requests that the refusal be
withdrawn.

The Applicant hereby incorporates by reference its response filed on November 7, 2012.

Alcoholic beverages are related for the purposes of the likelihood of confusion
analysis. The Trademark Office has consistently regarded different alcoholic beverages as
related goods for the purposes of the likelihood of confusion analysis. Accordingly, the
Examining Attorney cannot now dismiss the third party marks for related alcoholic beverages
and the “crowded field” arguments submitted by the Applicant. As the Examining Attorney
states, “[t]he weakness or dilution of a particular mark is generally determined in the context of
the number and nature of similar marks ir use in the markeitplace in connection with similar
goods and/or services” (emphasis not added). In light of the evidence of dilution of “Rascal”
marks provided in the November 7, 2012 response, there appears to be plenty of room for the
Applicant’s mark to be registered alongside all of the other “Rascal” marks registered or
approved for alcoholic beverages.

The Examiner’s reference to consumer experience in the marketplace is made without
sufficient evidence and is misplaced. The Examining Attorney makes references to the
consumer experience as a basis for his refusal, including the following (bold emphasis added):

e “... consumers encountering the parties’ marks in similar commercial contexts
for the identical goods in this case are very likely to confuse the marks based on
their shared key term ...”;

e “[t]he weakness or dilution of a particular mark is generally determined in the context
of the number and nature of similar marks in use in the marketplace in connection
with similar goods ...”"; and

e “[w]hen a mark consists of word portions and design portions, the literal portions are
generally the dominant and most significant features of a mark because consumers
will discuss the goods or their source using the wording.”

Each of the above Examining Attorney’s statements 1s made without supporting
evidence. Further, it is well settled that the Examining Attorney’s decisions should be focused
primarily on the record in the Register, and not on external information not made of record.

Nevertheless, in light of the Examining Attorney’s introduction of this theme, the
Applicant herein responds with the following observations.

In the marketplace, in both retail shops and online, wines are often grouped or identified
by geographic source. The wines labeled with the cited mark come from Australia, while those
labeled by the Applicant are from Oregon. This geographic distinction is commonly recognized
by wine consumers and very likely a more significant feature of their discussions and a more
important product source distinction than the subject marks. Consumers often look for wine



from a particular country or region before focusing the next step in making their purchasing
decisions.

Furthermore, in the case of the registered mark, the THE RASCAL brand appears in
context with a significant amount of other content including a house mark “Hugh Hamilton™ and
the image of a sheep (very emblematic of Australia, I might add).
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The point being, if the Examining Attorney is going to rely on the market context to inform his
conclusions about whether there is a likelihood of confusion between the applied-for mark and
the registered mark, he ought to have all of the relevant information before him.

Further, even if consumers recognize that the bottles of wine with the subject marks share
a common term, that does not automatically lead to the conclusion that there is a likelihood of
confusion. The overall look and feel of the label, the winemaker, type, style, and geographic
source are all the factors relevant in the purchasing decision and each of these are distinctions
that are likely to avoid consumer confusion.

In light of the response filed on November 7, 2012 and the foregoing, the Applicant
respectfully submits that there is no likelihood of confusion between the cited mark and the
Applicant’s mark; therefore the 2(d) refusal should be withdrawn and the application be
approved for publication.
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